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DETAILED ACTION 

1. Claims 1-47 and 49-67 have been examined. Application 09/849,504 has a filing 
date 05/04/2001 Claims Priority from Provisional Application 60/202,583 (05/09/2000). 

Response to Amendment 

2. In response to Final Rejection filed 02/15/2007, the Applicant filed an RCE which 
amended claims 1. 11, 18, 22, 26, 31, 34, 49, 52, 57, 61 , and added new claim 67. 

Claim Rejections - 35 (JSC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed 
or described as set forth in section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was 
made. 

Claims 1-7, 11, 14, 16-18, 20-23, 26, 27, 29-32, 34-40, 43-45, 49, 51-54, 57-59, 
61-67 are rejected under 35 U.S.C. 103(a) as being unpatentable over Ryan (US 
6,173,274) in view of Giacomozzi (WO 96/29263). 

As per claims 1 , 1 1 , 29, 43-45, 57, 61 , 64 and 67, Ryan teaches: 
A computer system for processing a paper product, comprising: 
a product order tracker configured to receive a paper product order from a paper 
purchaser (see Ryan column 9, lines 1-5) to purchase a paper product (see Ryan figure 
1, item 17) that is produced by a manufacturer (see column 8, lines 35-40; "postage 
meter manufacturer"; col 4, lines 5-30; col 13, lines 1-10; ). Ryan teaches a method of 
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manufacturing a production mail system where users purchase paper products where 
said paper products are the mailpieces (see figurel , items 17, 19, 20). 

the paper product including a roll of paper or a plurality of unbound, stacked 
paper sheets (see Rvan figure 1, item 17; col 6, lines 37-42). Ryan teaches that "the 
supervisory controller 302 instructs the accumulator module 320 how many successive 
pages 17a are contained within each document 17. In conventional fashion, the 
accumulator module 320 assembles together successive pages 17a all pertaining to a 
particular document 17, respectively" (see col 6, lines 37-42). Therefore, Rvan teaches 
that document 17 in figure 1 is a unbound, stacked paper sheet similar to Applicant's 
specification figure 1 , item 1 60. 

a promotions order tracker configured to receive a promotional material order 
from a third-party advertiser to place promotional material on an enclosure for the paper 
product (see column 9, line 42 - column 10, line 60) 

wherein the promotional material is specifically targeted to a group of people 
associated with the paper purchaser, the group comprising those people likely to 
purchase the goods or services of the third party advertiser (see col 10, lines 15-50); 

and a paper product tracker configured to provide instructions for creating the 
enclosure for the paper product (see column 6, lines 50-52), the enclosure having the 
promotional material of the received promotional material order, the paper product 
tracker further being configured to provide instructions to enclose the paper product of 
the received order with the created enclosure, wherein the manufacturer, the paper 
purchaser, and the third-party advertiser are different entities (see column 8, lines 1- 
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40); and the third-party advertiser pays to have the promotional material placed on the 
enclosure of the paper product (see column 10, lines 14-20; column 13, lines 5-10). 

Ryan does not expressly teach that the manufacturer is a paper manufacturer. 
However, Giacomozzi teaches that it is old and well known in the promotion art to print 
promotional messages or advertisements on the enclosures or wrappers of manufacture 
products, such as paper handkerchiefs and where said messages or advertisements 
are not linked to the contained paper products in said wrappers (see figure 1; abstract). 
Therefore, it would have been obvious to a person of ordinary skill in the art at the time 
the application was made, to know that advertisers would use the Ryan 's system to print 
promotional materials into the wrappers of paper products (i.e. paper handkerchiefs), as 
taught by Giacomozzi in view that third party advertisers would pay the paper 
manufacturers (i.e. handkerchief manufacturers) for including advertisements into said 
wrappers, as taught by Ryan and in view that said paper manufacturers would be 
motivated to use said payment to lower the selling price of said manufacturers' paper 
products in order to better compete with other sellers of said paper products. Third party 
advertisers would be motivated to pay Giacomozzi 's paper manufacturers to include 
advertisements into the Giacomozzi 's paper enclosures using the targeting system 
taught by Ryan in view that said advertisers would be able to better target their 
advertisements based upon customers profiles, therefore, increasing the probability that 
said advertisements would reach their intended target. Commercial users (see Ryan 
column 9, lines 1-3) would be motivated to include advertisements into purchase paper 
products in view that said advertisements would permit said users to purchase said 



Application/Control Number: 09/849,504 Page 5 

Art Unit: 3622 

products at a lower price in comparison of purchasing said products without 
advertisements. Official Notice is taken that it is old and well known in the business art 
that retailers and/or manufacturers lower the price of their inventory for the purpose of 
making their inventory more attractive to buyers and therefore, increasing the probability 
of selling said inventory. It would have been obvious to a person of ordinary skill in the 
art at the time the application was made, to know that manufacturers and/or retailers of 
paper products would be motivate to include advertisements into wrappers of said paper 
products in view that the money pay by advertisers for said including would allow said 
manufacturers and/or retailers to lower the selling price of said products, making their 
products more attractive to buyers and therefore, increasing the probability of selling 
said products. 

As per claims 2, 14, 16, 18, 20-23, 26, 27, 31, 32, 34-39, 49, 52-54, 58-59 and 
62-63, Ryan teaches: 

The computer system of claim 1, further comprising a remuneration tracker 
configured to track remuneration paid by the third-party advertiser for the promotional 
material and tracking receipt of remuneration from the paper purchaser for the paper 
product (see Ryan column 1 0, lines 7-1 7). 

As per claim 3, Ryan teaches: 

The computer system of claim 1 , further comprising an artwork tracker configured 
to provide instructions for creating a fixed medium that includes the promotional material 
(see Rvan column 6, lines 50-55). 

As per claims 4, 30 and 51 , Rvan teaches: 
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The computer system of claim 1 wherein the promotions order tracker is 
configured to coordinate enclosing the paper product with a particular enclosure based 
on the content of the promotional material, the identity of the paper purchaser, and/or a 
location to which the paper product is to be delivered (see column 9, lines 42-55 
"address restriction data"; col 13, lines 30-40). 

As per claim 5, Ryan teaches: 

The computer system of claim 1 wherein the promotional material order is a first 
promotional material order for first promotional material and the third-party advertiser is 
a first third-party advertiser, and wherein the promotions order tracker is configured to 
receive a second promotional material order from a second third-party advertiser to 
place second promotional material on the enclosure (see column 10, lines 54-57). 

As per claim 6, Ryan teaches: 

The computer system of claim 1 wherein the product order tracker is configured 
to receive a paper product order (see column 1, lines 47-50; col 11, lines 25-60; col 12, 
line 60 - col 1 3, line 1 0) for unbound, stacked sheets of paper and/or a roll of paper. 

As per claim 7, Ryan teaches: 

The computer system of claim 1 wherein the promotions order tracker is 
configured to receive an order for an advertisement placed on a wrapper (see column 9, 
lines 42-67) to enclose unbound stacked sheets of paper (see col 6, lines 37-42). Ryan 
teaches that "the supervisory controller 302 instructs the accumulator module 320 how 
many successive pages 17a are contained within each document 17. In conventional 
fashion, the accumulator module 320 assembles together successive pages 17a all 
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pertaining to a particular document 17, respectively" (see col 6, lines 37-42). Therefore, 
Rvan teaches that document 17 in figure 1 is a unbound, stacked paper sheet similar to 
Applicant's specification figure 1, item 160. 
As per claim 17, Ryan teaches: 

The method of claim 1 1 , further comprising tracking receipt of remuneration from 
the paper purchaser to an intermediate party for the paper product (see column 13, 
lines 1-10). 

As per claim 40, Rvan teaches: 

The method of claim 34 wherein providing instructions for disposing promotional 
material includes providing instructions for printing an advertisement on an external 
surface of the enclosure (see column 9, lines 42-67). 

As per claim 65, Rvan teaches: 

The method of claim 34, further comprising instructing another entity to dispose 
the promotional material on the enclosure (see column 10, lines 54-60). 
Claim 66, Rvan teaches: 

The computer system of claim 1 wherein the product order tracker is configured 
to receive a paper product order for unbound, stacked, unfolded sheets of papers (see 
col 1 1 , lines 25-60; col 12, line 60 - col 13, line 10; figure 1 , item 17). Rvan teaches that 
"the supervisory controller 302 instructs the accumulator module 320 how many 
successive pages 17a are contained within each document 17. In conventional fashion, 
the accumulator module 320 assembles together successive pages 17a all pertaining to 
a particular document 17, respectively" (see col 6, lines 37-42). Therefore, Rvan 



Application/Control Number: 09/849,504 Page 8 

Art Unit: 3622 

teaches that document 17 in figure 1 is a unbound, stacked paper sheet similar to 
Applicant's specification figure 1, item 160. 

As per claim 67, Ryan does not expressly teach wherein the paper purchaser 
manufacturer is an office and the group of people are employees that work in the office. 
However, Official Notice is taken that it is old and well known in the business art that 
offices' employees orders paper products. Therefore, it would have been obvious to a 
person of ordinary skill in the art at the time the application was made, to know that 
offices employees would be motivate to include advertisements into wrappers of order 
paper products, as taught by Rvan in view that said advertisers would subsidy the cost 
of said paper products. 

4. Claims 8, 9, 24, 28, 42 and 56 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Rvan (US 6,173,274) in view of Giacomozzi (WO 96/29263) and 
further in view of Itkonen (US 5,473,863). 

As per claims 8, 24, 28, 42 and 56, Rvan fails to teach: 

The computer system of claim 1 wherein the promotions order tracker is 
configured to receive an order for an advertisement placed on a wrapper configured to 
enclose a roll of paper. However, Itkonen teaches a method for wrapping a roll of paper, 
where said wrapper is often printed with advertisement (see column 1, lines 64-67). 
Therefore, it would have been obvious to a person of ordinary skill in the art at the time 
the application was made, to know that the same method use by Rvan to print 
advertisements in the enclosure of unbound, stacked paper sheets (see Ryan figure 1 , 
item 17) would be used to print advertisements in the Itkonen' s roll wrapper of a roll of 



Application/Control Number: 09/849,504 Page 9 

Art Unit: 3622 

paper sheets in view that said wrapper would include promotions that would subsidize 
the cost of producing and wrapping said paper roll, as taught by Ryan . 
As per claim 9, Ryan teaches: 

The computer system of claim 1 wherein the promotions order tracker is 
configured to receive an order for an advertisement placed on paper enclosure (see 
column 9, line 42 - column 10, line 25) but does not expressly teach that said enclosure 
is a box configured to enclose the paper product. However, Giacomozzi teaches that it 
is old and well known in the promotion art to print promotional messages or 
advertisements on the enclosures or wrappers of manufacture products, such as paper 
handkerchiefs and where said messages or advertisements are not linked to the 
contained paper products in said wrappers (see figure 1; abstract). Therefore, it would 
have been obvious to a person of ordinary skill in the art at the time the application was 
made, to know that advertisers would use the Ryan 's system to print promotional 
materials into the wrappers of paper products (i.e. paper handkerchiefs), as taught by 
Giacomozzi in view that third party advertisers would pay the paper manufacturers [i.e. 
handkerchief manufacturers) for including advertisements into said wrappers, as taught 
by Ryan . 

5. Claims 10, 25, 33, 41, 55, 60 and 64 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Ryan (US 6,173,274) in view of Giacomozzi (WO 96/29263) 
and further in view of Crossman (US 5,035,51 5). 

As per claims 10, 25, 33, 41 , 55, 60 and 64, Ryan fails to teach: 
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The computer system of claim 1 wherein the promotions order tracker is 
configured to receive an order for a coupon placed on or enclosed by the enclosure. 
However Crossman teaches package wrappers having detachable coupons (see figure 
1). Therefore, It would have been obvious to a person of ordinary skill in the art at the 
time the application was made, to know that Ryan would include third party advertisers 
coupons into a package wrappers, as taught by Crossman in order to offset the cost of 
producing said products by billing advertisers for said including, as taught by Ryan . 
6. Claims 12, 13, 15, 19, 46, 47 and 50 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Ryan (US 6,173,274) in view of Giacomozzi (WO 96/29263) 
and further in view of Loeb (US 6.421 .652). 

As per claims 12, 13, 15, 19, 46, 47 and 50. Ryan teaches: 

The method of claim 1 1 but fails to teach wherein receiving a paper product order 
includes receiving the order from an intermediate party, with the intermediate party 
receiving the order from the paper purchaser or a third-party advertiser and tracking 
receipt of remuneration from the third-party advertiser to an intermediate party for the 
promotional material. However, Loeb teaches that 60% of all new subscriptions are 
acquired by third-party service providers (see column 2, lines 10-20). Therefore, it would 
have been obvious to a person of ordinary skill in the art the time the application was 
made, to know that Ryan would use intermediary parties (i.e., agents) that would work 
to bring more customer to order paper products. The intermediary party would be more 
than willing to serve as an intermediary in the interaction between paper purchasers and 
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advertisers because said intermediary party would receive remuneration from said 
interaction. 

Response to Arguments 

7. Applicant's arguments filed 06/15/2007 have been fully considered but they are 
not persuasive. The Applicant argues that Ryan does not teach the amended limitation 
that the promotional material "is specifically targeted to a group of people associated 
with the paper purchaser, the group comprising those people likely to purchase the 
goods or services of the third party advertiser". The Examiner answers that the 
Applicant's specification page 13, lines 11-20 explain said limitation as meaning that 
"advertisement are directed to selected geographical areas". Ryan teaches targeting 
advertisements based upon geographic regions, which indicate a group of people more 
likely to purchase the advertisers products (see col 10, lines 35-45). Therefore, contrary 
to Applicant's argument, Ryan teaches Applicant's amended limitation. 

The Applicant argues that one of ordinary skill in the art would not be motivated 
to modify Ryan 's system and print promotional onto Giacomozzi 's wrappers because 
Rvan teaches away from placing promotional material on Giacomozzi 's wrappers 
because, according to the Applicant, in Giacomozzi the advertiser cannot exercise any 
control over who receives the message. The Applicant further argues, that in 
Giacomozzi . the message is received by random individuals who either purchase 
Giacomozzi 's handkerchief packages or notice the promotional message on the* 
package and this is, according to the Applicant, the type of advertising Ryan 's invention 
is designed to avoid. According to the Applicant, the Examiner's suggested use of 
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Ryan 's system to print promotional material onto Giacomozzi 's wrappers contravenes 
one purpose of Ryan 's invention - overcoming the disadvantage of conventional 
advertising campaigns in which the third party advertiser has no assurance that a target 
audience would be reached. The Examiner answers that if Giacomozzi would have 
mentioned anything that disparage the targeting advertisement by user or advertisers' 
profile, then the Applicant would have had a point. However, Giacomozzi never mention 
anything that disparage targeting of advertisement. Furthermore, Giacomozzi was used 
by the Examiner to simply teach that it is old and well known in the promotion art to print 
promotional messages or advertisements on the enclosures of manufacture products, 
where said messages or advertisements are not linked to the contained paper products 
in said wrappers (see figure 1 ; abstract). Ryan discloses placing advertisements into the 
enclosure of paper products (see figure 1, item 17) where said advertisements are 
targeted based upon users and advertisers' profiles or preferences. Therefore, it would 
have been obvious to a person of ordinary skill in the art at the time the time the 
application was made, to know that advertisers would be motivated to place 
advertisements in the Giacomozzi 's wrappers if said advertisers would have had control 
on the type of advertisements that said advertisers would want to advertise and the type 
of users that said advertisers would want to target (i.e. geographic location, age, 
income), as taught by Ryan in view that said advertisers are paying for said placing and 
therefore, would like to have control of said placing. Therefore, contrary to Applicant's 
argument, Giacomozzi and Ryan are combinable. 



Application/Control Number: 09/849,504 
Art Unit: 3622 



Page 13 



Conclusion 



8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DANIEL LASTRA whose telephone number is 571-272- 
6720 and fax 571-273-6720. The examiner can normally be reached on 9:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, ERIC W. STAMBER can be reached on 571-272-6724. The official Fax 
number is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 





Daniel Lastra 
August 16, 2007 



